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REMARKS 

Upon entry of ffais PrBliminfuy Amehdment, claims 1-1 8 and 27-38 remain pending in 
this ^pUcadoTi. Claims 27*38 are newly added, and claims 19-26 are cancelled It is believed 
that the foregoing amendm^ts add no new matter to the present application. Examination, 
consid<^tion, and allowance of the application and al] presently pending claims arc respectfully 
requested. 

In Older for a claim to be properly rejected under 35 U.S.C. §1 03, the combined 
teachings of the prior art references must suggest all features of the claimed invention to one of 
ordinary sldll in the art See. e.ff,. In Re Dow Chemical, 5 U.S.P.Q.2d 1529, 1531 (Fed. Cir. 
1988), aad//i/«^c//<?r. 208 U-SJ.Q. 871, 881 (C.C.P.A. 1981). In addition, "(t)he PTO bas 
the burden under section 103 to establish a prima facie case of obviousness. Furthermore, the 
Federal Circuit has stated that **(jL]^ is impermissible, however, to simply engage in hindsight 
reconstruction of the claimed invention* using the applicant's structure as a template and 
selecting elements tcom references to fill the gaps.'' In re Gorman^ 933 F.2d 982, 987, 1 8 
U.S.P.Q.2d 1885 (1991). 

Claim 1 

Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tabom, etal. In 

rejecting claim 1, it is asserted in the Office Action that 

"Tabom ct al. disclose in Col. 9 lines 40-47 that during a normalization 
process, the exponent may have the potential to be overflow or 
underflow. Therefore, it would have been obvious to a person having 
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ordicaiy skill hi the art at the time the invention is made to reconfigured 
Tabom et aj.*s invention tlie underflow computation circuit follow aft^ 
the computation of overflow circuit because it would enable the system 
to perfomi faster by reducing the chsmce to compute the underflow 
condition." 

See Office Action, page 4, paragraph 4. Applicant respedfUlly traverses the Office Action 
assertion that claim 1 is obvious over Tabom et at 

Applicant agrees with the Office Action assertion that "Tabom et al. do not disclose 
exponent compare circuitry IMher configured to compute an actual underflow condition if 
signal does not indicate ovedlow is possible.'* See Office Action, page 4, paragraph 4. 
However, Applicant does not agree with the Office Action assertion that it is obvious to modity 
Tabom et al to include such a featiu-e and that such a feature is suggested in Tabom et ai. 

'The mere fact that the prior art may be modified ui the manner suggested by Ifae 
Examiner does not make the modification obvious unless the prior art suggested the desirability 
of the modification." In reFritcK 972 F.2d 1260. 1266, 23 U.S J*.Q.2d 1780 (Fed Cir'. 1992). 
(Emphasis added). "Modification unwarranted by the disclosure of a reference is improper." 
CarlSchench A,G. V. Noitron Corp., 713 F.2d 782, 218 U.S.P.Q. 698, 702 (Fed. Cir. 1983), 

Applicant respectfiilly submits that the alleged motivation lor modifying Tabom et al is 
not found in the prior art but is instead based on impenuissible hindsight reconstruction of 
Applicant's invention. In this regard, there is nothing in the cited art to indicate that it would 
have been apparent to one of ordinary skill ui the art that the system described in Tabom et al. 
would pcifoim faster if the underflow computation followed the computation overflow circuit. 
Thus, the alleged motivation for modifying Tabom et ah is insufficient for establishing a prima 
facie case of obviousness. 

Accordingly, Applicant Tcspectfiilly submits that the 35 U.S.C- §1 03 rejection of claim 1 
is improper and should be withdrawn. 
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Claims 2-6. 30. 31. and 38 

Claims 2-6, 30 and 31 presently stand rejected in the OlTice Action under 35 U.S.C. 
§103 as allegedly being unpatentable over Tabom et al. Note that claims 30 and 31 arc newly 
added relative to the application file herewith. However, claims 30 and 31 were fonncriy 
claims 31 and 32 respectively, each of which was rejected in prosecution of application serial 
number 09/507,851 . Fmthea*, claim 38 is newly added. Applicant submits that the pending 
dependent claims 2-6 and newly added claims 30, 31 , and 38 contain all features of their 
respective independent claim 1. Since claim 1 should be allowed, as argued hereinabove, 
pending dependent claims 2-6, 30, 31 , and 38 should be allowed as a matter of law for at least 
this reason. In re Fine, 5 U.S.P.Q.2d 1596. 1600 (Fed. Cir. 1988). 

Claim 7 

Claim 7 is rgected under 35 U.S.C. 103(a) as allegedly being unpateotable over Tah&m, 
et at. For at least the reasons set forth above in the arguments for allowance of claim 1» 
./^licant respectfully asserts that the rejection of claim 7 is improper and should be withdrawn. 

Claims 8-12 

Claims 8-12 presently stand rejected in the Office Action under 35 U.S^C. §103 as 
allegedly being unpatentable over Tabc»n et al. Applicant submits d»t the pending depend^t 
claims 8-12 contain all features of th^ respective independent claim 1, Since claim 7 should 
be allowed, as ar^gued hereinabove, pending dependent claims 8-12 should be allowed as a 
matter of law for at least this reason. In re Fine, 5 US.P;Q.2d 1596. 1600 (Fed, Cir. 1988), 
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Claim 13 

Claim 13 is rejected under 35 U.S.C, 103(a) as being anticipated over Tabom, et td. For 
at least the reasons set forth above in the Brgimient& for allowance of claim 1, Applicant 
respectfully ass^ the rejection of claim 13 is improper and should be withdraivn. 

Claims 14-18 

Claims 14-1 8 presently stand rejected in the Office Action under 35 U.S.C. §103 as 
allegedly being unpatentable over Taborn et ai. Applicant submits that the pending dependent 
claims 14-18 contain all features of their respective indq>endent claim 13. Since claim 13 
should be allowed, as argued hereinabove, pending dependent claims 14-18 should be allowed 
as a matter of law for at least this reason. In re Fine, 5 U.S.P.Q.2d 1596, 1600 (Fed. Cir. 1 988). 

/ 

Claim 27 

Newly added claim 27 is tejected under 35 U.S.C, 1 03(a) as allegedly being unpatentable 
over Taborn, et al. For at least the reasons set forth above in the arguments for allowance of 
claim 1, Applicants respectfully assert that the rejection of claim 27. is improper and should be 
withdrawn. 
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Claims 28 tiDd 29 

Newly added claims 28 and 29 presently stand rejected in Ihe Office Action under 35 
U.S.C. §103 as allegedly being unpatentable over Tabom et al. Applicant submits that the 
pending dependent claims 28 and 29 contain all features of their respective independent claim 
27. Since claim 27 should be allowed, as argued hereinabove, pending dependent claims 28 and 
29 should be allowed as a matter of law for at least this reason. In re Fine, 5 U.S-P.Q.2d 1596, 
1(500 (Fed. Cir. 1988). 



Claim 32 

Claim 32 is newly added via amendments herein. Claim 33 reads as follows: 



32. A method for performing overflow and underflow 
comparisons with exponent comparison circuitry, comprising the steps of: 

selecting an exponent precision undeTilow/overflow constant firom a 
plurality of exponent underflow/overflow constants; 

genemting a sum signal and a cany signed firom one of said plurality 
of exponent underflow/overflow constants, a pre-normalized exponent 
signal and a nozmalization shif^ amount signal; 

computing an undoflow/overflow result &om said sum signal and 
said cany signal; and 

transmitting an underQow/overQow condition based upon said 
luiderQow/overflow result and an exponent adjust amount signal. 

Applicant submits that Tabom et al. fails to teach or suggest each of the features of 
claim 32 set forth hereinabove. Applicant submits that claim 32 is allowable. 
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Claims 33-37 

Claims 33-37 have been newly added via amendintsnts seL forth herein. Applicant 
submits that the pending dependent claims 33-37 contain all features of their respective 
independent claim 32. Since claim 32 should be allowed, as argued hereinabove, pending 
dependent claims 33-37 should be allowed as a matter of law for at least this reason. In re Fine, 
5 U.S.P.Q.2d 1596, 1600 (Fed. Cir.,1988). 

CONCLUSION 

Applicant respectfully requests that all outstanding objections and rejections be 
withdrawn and that this appHcation and all presently pending claims be allowed to issue. If the 
Examiner has any questions or comments regarding Applicant's response, the Examiner is 
encouraged to telephone Applicant's undersigned counsel. 

Respectfiilly submitted , 

THOMAS, KAYDEN, HORSTEMEYER 




Reg. No. 44,651 

(256) 704-3900 Ext. 101 



Intellectual Property Administration 
P.O. Box 272400 

Foil Collins, Colorado 80527-2400 
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